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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3-4, 8 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gaillard (U.S. Pub. No. 20030028458) in view of Stoutenburg (U.S. Pub. No. 20030222135) 

Regarding to claim 1, Gaillard teaches a method of exchanging payment information in 
an electronic transaction, comprising: 

a) a first electronic transaction device transferring payment information to a second electronic 
transaction device (See figs. 1 and 3, first electronic transaction device's item 28 (PPITCD 
(smart card) 28) and second electronic transaction device's item 12 (debit machine 12) and page 
2, session [0019-0020]). 

b) the second electronic transaction device transferring value information to the first electronic 
transaction device (See figs. 1 and 3, second electronic transaction device's item 12 transferring 
value information (see fig. 1, amount payable = 236.75 US$) to first electronic transaction 
device's item 28, and page 2, session [0021-0022]). 

c) the second electronic transaction device transferring value information and payment 
information to a service consolidation center (see figs. 1 and 3, second electronic transaction 
device's item 12 and information to a service consolidation center item 18 (Financial Institution), 
and page 2, session [0026]). And (See page 8, sessions [0237-0247). 
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Still regarding claim 1, Gaillard fails to teach a newly added a virtual card. Such teaching is 
taught by Stoutenburg (see page 12, sections [0131-0132] on the issuance of physical stored 
value card or a virtual stored value card such Virtual card). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above teaching of Gaillard with Stoutenburg, in order to provide 
user with the virtual card via email or the virtual card to a merchant to consummate a particular 
transaction (see Stoutenburg page 12, section [0132]). 

Regarding to claim 3, Stoutenburg teaches the value information comprises a virtual card 
authorization code (see page 12, section [0130-0131] with Unique Identify and a PIN code). 

Regarding to claim 4, Stoutenburg teaches wherein the virtual card comprises an image 
of a card (see fig. 10 document Imager, for merchants to process multiple types of electronic- 
payment and other transactions, and issuance of coupons on the document Imager and display 
virtual store value such virtual card, that is comprises an image of a card, page 3, section [0040] 
and page 12, section [0131-0132]). 

Regarding to claim 8, Gaillard teaches the payment information comprises credit 
payment information (see page 1, session [0005]). 

Regarding to claim 18, Stoutenburg teaches wherein the virtual card comprising a digital 
representation of information corresponding to information stored on a physical card (see page 
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12, section [0131-0132] since the physical card or virtual card to a merchant to consummate a 
particular transaction. So that the virtual card comprising a digital representation of information 
corresponding to information stored on a physical card. 

3. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gaillard (U.S. 
Pub. No. 20030028458) in view of Stoutenburg (U.S. Pub. No. 20030222135) further in view of 
Resnick (U.S. Pub. No. 20010001321). 

Regarding claim 5, Gaillard teaches the value information (see figs. 1 and 3). But 

Gaillard or Stoutenburg fails to teach a quantity of minutes corresponding to pre-paid telephone 

account. 

However, Resnick teaches a quantity of minutes corresponding to pre-paid telephone 
account (see page 1, session [0004], lines 1-18). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above teaching of Gaillard and Stoutenburg and by the teaching 
of Resnick on pre-paid telephone account thereto in order to provide user with the convenience 
for prepaid wireless service. 

Regarding to claim 6, Gaillard teaches the payment information (see fig. 1). But Gaillard 
or Stoutenburg fails to teach the cash payment information. 

However, Resnick teaches the cash payment information (see fig. 2, page 1, session 
[0003] and session [0006]). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above teaching of Gaillard and Stoutenburg and by the teaching 
of Resnick on cash payment thereto in order to provide the convenience for user with cash 
payments at a multitude of merchant locations. 

Regarding to claim 7 5 the cash payment information includes an identification of a person 
is providing a cash payment. That is obvious to create a trace of their subscriber and created a 
profile for each subscriber whether they use cash or credit card. 

4. Claims 9 -1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Stoutenburg 
(U.S. Pub. No. 20030222135) in view of Johnson (U. S. Patent No. 6535726). 

Regarding to claim 9, Stoutenburg teaches the method of tracking retail sales of pre-paid 
cards to cash subscribers (see page 13, section [0135]) comprising 

a) ; an entering value purchased information and subscriber information in a retail er 
electronic transaction device (see page 14, sections [0146-0148] see enter the value into POS 
device 1 30 via keypad, the value can be added and a mount is to be added to existing phone card 
and card information) 

b) the retailer electronic transaction device transferring the value purchased information 
and subscriber information to a network (see page 14, sections [0147-0149]) 

c) the customer can adding value corresponding to the value purchased information to an 
account corresponding to the subscriber information (see page 14. sections [0150-0151]). But 
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Stoutenburg fails to teach the transferring the value to mobile phone operator or mobile phone 
operator can added the value of the purchase information. 

However, Johnson teaches transferring the value purchased information and subscriber 
information from a MO subscriber handset to the retailer electronic transaction device (see fig. 
1 A, Mobile phone 140, transferring information from a MO subscriber handset 140 to the retailer 
electronic transaction device (POS) 1 10, col. 4, lines 24-col. 5, line 2, and col. 7, lines 3-lines 
42). And MO subscriber handset can transfer information to POS (see fig. 1 A, mobile 140 send 
information to POS 110) 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above teaching of Stoutenburg with Johnson, in order to provide 
user using the mobile phone to pay purchased good in point of sale POS. 

Regarding to claim 10, Stoutenburg teaches the step of entering value purchased 
information and subscriber information in a retailer electronic transaction device (see page 14, 
sections [0146-0148]). But Stoutenburg fails to teach transferring the value purchased 
information and subscriber information from a MO subscriber handset to the retailer electronic 
transaction device. 

However, Johnson teaches transferring the value purchased information and subscriber 
information from a MO subscriber handset to the retailer electronic transaction device (see fig. 
1 A, Mobile phone 140, transferring information from a MO subscriber handset 140 to the retailer 
electronic transaction device (POS) 1 10, col. 4, lines 24-col. 5, line 2, and col. 7, lines 3-lines 
42). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time - 
invention was made to modify above teaching of Stoutenburg with Johnson, in order to provide 
user using the mobile phone to pay purchased good in point of sale POS. 

Regarding to claim 11, Stoutenburg teaches manually entering the value purchased 
information and subscriber information into the retailer electronic transaction device (see page 
14, sections [0146-0148] see manually entering the value into POS device 130 via keypad. 

5. Claims 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Despres 
(U.S. Patent No. 6434379) in view of Pitroda (U.S. Patent No. 6769607). 

Regarding to claim 12, Despres teaches a method of distributing virtual pre-paid cards (see 
fig. 1 and 3, col. 1, lines 28-40) comprising: a) creating virtual prepaid card (see fig. 1 and 3, 
col. 1 , lines 28-40 and col 2, lines 25-43), b) downloading the virtual pre-paid card to the retail 
electronic transaction device (DECT, PHS network) (see col. 2, lines 50-coi. 3, line 3, and col. 4, 
lines 49-52), c) and transferring virtual pre-paid card from the retail electronic transaction 
device (DECT, PHS network) to MO subscriber handset (see fig. 1, mobile phone 16 and 17, col. 
4, lines 38-col. 6, lines 67), Despres teaches transferring virtual pre-paid card from (DECT, PHS) 
network (see fig. 1 ). But Despres fails to teach transferring virtual pre-paid card from the 
electronic transaction device. 

However, Pitroda teaches transferring virtual pre-paid card from the electronic transaction 
device (see fig. 3, 5 and fig. 7, electronic transaction device 60 for transferring virtual pre-paid 
card from mobile phone, col. 3, lines 52-col. 4, lines 18). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above teaching of Despres with Pitroda in order to provide user 
with the virtual pre-paid card for using on the mobile phone. 

Regarding to claim 13, Pitroda teaches the step of transferring payment information from 
the MO subscriber handset to the retailer electronic transaction device (see fig. 3-5). 

Regarding to claim 14, Despres teaches the step of creating a virtual card is performed by 
an electronic transaction device service center (see fig. 1 and 3, col. 1, lines 28-40 and col. 2, 
lines 25-43). 

Regarding to claim 15, Pitroda teaches transferring payment information and subscriber 
information from the MO subscriber handset to the retailer electronic transaction device (see fig. 
3, mobile phone and PDA to retailer electronic transaction device and POS); transferring the 
payment information and subscriber information from the retailer electronic transaction device to 
the electronic transaction device service center (see fig. 3, POS to merchant mainframe and 
transaction network). 

Regarding to claim 16, Despres teaches downloading the virtual card to a retailer 
electronic transaction device occurs via a MO switch (see fig. 1, col. 4, lines 38-48). 
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6. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Despres (U.S. 
Patent No. 6434379) in view of Pitroda (U.S. Patent No. 6769607) further in view of Tushie 
(U.S. Patent No. 6,202,155). 

Regarding to claim 17, Despres or Pitroda fails to teach the step of downloading batches of 
virtual transaction cards to the retailer electronic transaction device. 

However, Tushie teaches the step of creating a virtual card comprises creating a plurality 
of virtual cards and the step of downloading the virtual card to a retailer electronic transaction 
device comprises downloading batches of virtual transaction cards to the retailer electronic 
transaction device (see figs. 1-2 and 6A-B, col. 1, lines 29-40, col. 2 lines 51-67 and col. 3 lines 
1-31). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above combination of Despres and Pitroda with Tushie on the 
downloading batches of virtual transaction cards technique thereto in order provide the issuer to 
identify the easier. 

7. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gaillard (U.S. 
Pub. No. 20030028458) in view of Stoutenburg (U.S. Pub. No. 20030222135) further in view of 
Hertzog (U.S. Pub. No. 20030069874). 

Regarding to claim 19, Gaillard or Stoutenburg fails to teach wherein the virtual card 
comprising logo and branding information. Such teaching is taught by Hertzog (see figs. 9A-C, 
with picture, company, name and logo on the virtual card). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify above combination of teaching of Gaillard and Stoutenburg with 
Hertzog, in order to provide user with display logo or name in virtual card. 

Response to Arguments 

8. Applicants arguments filed 10-18-2006 have been fully considered but they are not 
persuasive. 

Applicant argues that the filing date of the reference Stoutenburg (U.S. Pub. No. 
2003/0222135) is April 3, 2002, and related U.S. Applicant data that is continuation in part of 
applicant No. 09/634,901 Now Patent No. 6,547,132 is the filed data is August 9, 2000, the 
filling data of this applicant is after the filling data of the present applicant. However, the 
examiner does not used the filing data listed above, the filling date for using to against the 
present applicant is the Provisional application No. 60/147,899, filed on August 9, 1999. This is 
entitled and prior to the present of the applicant date. Provisional application No. 60/147,899 
also related and supported the reference Stoutenburg (U.S. Pub. No. 2003/0222135), for the 
integrated point of sale POS, transaction using the credit, debit and smartcard. (See Provisional 
application No. 60/147,899 integrated point of sale device pages 1-2, smartcard on pages 29-35). 

Applicant also argues that the filing date of the reference Gaillard (U.S. Pub. NO. 
2003/0028458) using the Provisional application No. 60/214,436, filed date is June 28, 2000 is 
not before the date of present applicant. Applicant state the Declaration of Satyan G. Pitroda for 
the application is June 20, 2000 the is not in the record. The Declaration of Satyan G. Pitroda is 
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submitted on 7-10-2000 is no inventor or join inventor's signature, the Declaration of Satyan G. 
Pitroda is resubmitted on 1 1-22-2000 are showed the filed date is July 10 3 2000 (07-10-200). 

Therefore, the Provisional application No. 60/214,436, filed date is June 28, 2000 is prior 
to the present of the applicant date. 

Regarding claim 12, Applicant argues the Despres reference (U.S. Patent No. 643479) does 
not teaches the transferring virtual pre-paid card from the electronic transaction device. 
However, the second reference of Pitroda teaches the transferring virtual pre-paid card from the 
electronic transaction device (see fig. 3, 5 and fig. 7, electronic transaction device 60 for 
transferring virtual pre-paid card from mobile phone, col. 3, lines 52-col. 4, lines 1 8). The 
examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

In this case, the signal received from PDA, mobile phone, wireless phone or handheld 
devices can be converted to conventional magnetic strip and/or smartcard format, that is 
transferring virtual pre-paid card with the electronic transaction device 60 to the POS card reader 
and reading the converted information data of the buying and payment electronic transaction 
format, that is obvious to the transferring virtual pre-paid card from the electronic transaction 
device. Therefore, the combination of Despres and Pitroda is teaching the limitation of the claim 
invention. 
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Regarding claim 17 5 Applicant argues the Tushie reference (U.S. Patent No. 6,202,155) 
does not teaches to teach the transferring virtual pre-paid card to retailer electronic transaction 
device. However, the combination of Despres and Pitroda is teaching the transferring virtual pre- 
paid card to retailer electronic transaction device (see rejection and on claim 12 and responding 
to argument regarding claim 12 above). 

Applicant also argues the Tushie reference teaches the "physical transaction card" and is 
not a "virtual card". However, the examiner does not agree. Since Tushie reference is teaches the 
step of creating a virtual card, and downloading batches of virtual transaction cards to the retailer 
electronic transaction device (see figs. 1-2 and 6A-B, created virtual card object on fig. 6 A step 
603 and send the message to make card, and received virtual card object on step 607 and col. 2 
lines 51-67 and col. 3 lines 1-23). In this case, a virtual card personal system uses a plurality of 
virtual device that is virtual card using in electronic virtual transaction device (see A "virtual 
card" on col. 2, lines 51-62. Therefore, a "virtual card" of Tushie reference is read on the 
limitation of the claim. 

Regarding claim 19, the filing date of the reference Stoutenburg (U.S. Pub. 
No.2003/0222135) and Gaillard (U.S. Pub. NO. 2003/0028458). see the Response to Arguments 
for this filing date above. 



Conclusion 
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9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-8300, (for Technology Center 2600 only) 

Hand-delivered responses should be brought to the Customer Service Window (now located at 
the Randolph Building, 401 Dulany Street, Alexandria, VA 22314). 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tan Trinh whose telephone number is (571) 272-7888. The 
examiner can normally be reached on Monday-Friday from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Anderson, Matthew D., can be reached at (571) 272-4177. 
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The fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
number is (703) 306-0377. 

12. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Tan H. Trinh 
Division 2618 
May 3, 2007 




